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1 . Receipt is acknowledged of a non-compliant response to an 
election requirement and an Information Disclosure Statement [IDS] filed March 
27, 2009. 

2. Claims 1-30 remain pending in this application. 

3. Applicant has elected with traverse Invention II, Claims 10-16, and 

election of species which includes Claims 10 and 14. 

Claims 1-9, 11-13 and 15-30 have been withdrawn from further 
consideration pursuant to 37 CFR 1 .142(b), as being drawn to nonelected 
Inventions or species, there being no allowable generic or linking claim. Applicant 
timely traversed the restriction (election) requirement in the reply filed on March 
27,2009. 

The arguments pertaining to the restriction and election of species have 
been found not to be persuasive in view of the record. The record as submitted 
by the International Search Authority (ISA) stated that the claims under 
consideration by the ISA the following: 
a) The present paten, application consists ^T^TTTT^ZIZ 

requirements of Article 6 and Rule 6 PCT. 

pTse « '»e requirements .or novelty and inventive step. 

, .,, .1 7 m 25 and 26 are drafted in a confusing way, so that they 
C> rr::"ra"cTTsri,isuncleerwha,isernh r acedhy,hei,scope,,he y 

are interpreted in the broadest possible way. 
d) The term -medium chain • in e.g. Cairn 21 is obscure since i, is no, dear what is 
embraced by "medium" (art. 6 PCT). 

As stated in § 5) above, claims 1,3-7, 9-15, 17-19 and 21-30 lack novelty and 
therefore an inventive step cannot be acknowledged. 
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summarising, claims 1^30 lank an inventive step. 

Thus, this Examiner cannot ignore the record which clearly states that 

there is no inventive step for the claimed subject as submitted at the time on the 

record. The election of a Product-by-Process as claimed and elected were 

clearly rejected by numerous rejections which included the latest IDS submitted 

for the examination by EPO on January 13, 2005 which included five references 

as recited in the examination: 

1 ). The documents mentioned in the International search report are cited by the 
following abbreviations: 

D1: PATENT ABSTRACTS OF JAPAN vol. 1999, no. 02, 26 February 1999 
(1999-02-26) -& JP 10 290699 A (NIPPON SYNTHETIC CHEM IND CO 
LTDTHE; SHIMADA YUJI), 4 November 1998 (1998-11-04) 

D2: TANE K ET AL: "PREPARATION OF POLYUNSATURATED OIL BY 
REPEATED TRANSESTERIFICATION WITH LIPASE" YUKAGAKU - 
JOURNAL OF THE JAPAN OIL CHEMISTS' SOCIETY, NIHON YUKAGAKU 
KYOKAI, TOKYO, JP, vol. 46, no. 7, 1997, pages 785-790, XP008012635 
ISSN: 0513-398X 

D3: PATENT ABSTRACTS OF JAPAN vol. 2000, no. 04, 31 August 2000 (2000- 
08-31) -& JP 2000 004894 A (SUNTORY LTD; OSAKA CITY), 1 1 January 
2000 (2000-01-11) 

D4: PATENT ABSTRACTS OF JAPAN vol. 1 996, no. 1 2, 26 December 1 996 

(1996-12-26) -& JP 08 214891 A (OSAKA CITY; MARUHA CORP), 27 

August 1996(1996-08-27) 
D5: PATENT ABSTRACTS OF JAPAN vol. 1 995, no. 01 , 28 February 1 995 

(1995-02-28) -& JP 06 287593 A (SNOW BRAND MILK PROD CO LTD), 1 1 

October 1994 (1994-10-11) 

D7: JIM-WEN LIU, EMIL G BOBIK JR AND YUNG-SHENG HUANG: "In Vitro 
hydrolysis of Fungal oils:Distribution of Arachidonic acid-containing 
triacylglycerol molecular species" JAOCS, vol. 75, no. 4, 1998, pages 507-510, 
XP009027963 

The support by the ISA that the claimed subject matter had been 
considered the claimed inventions are not so linked as to form a single general 
inventive concept under PCT Rule 13.1 . 
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The restriction and election of species have been made Final. 



4. In accordance with this Tech Center Policy based on above 

restriction containing product claims and process claims, this Examiner will 

rejoin any non-elected process claims upon the election of a product claim which 

is subsequently is found allowable in view of the following guidelines: 

F.P.: Ochiai/Brouwer Rejoinder form paragraph 
The examiner has required restriction between product and process claims. 
Where applicant elects claims directed to the product, and a 
product claim is subsequently found allowable, withdrawn process 
claims that depend from or otherwise include all the limitations of 
the allowable product claim will be rejoined in accordance with the 
provisions of MPEP § 821.04. Process claims that depend from or 
otherwise include all the limitations of the patentable product will be entered as 
a matter of right if the amendment is presented prior to final rejection or allowance, 
whichever is earlier. Amendments submitted after final rejection are governed by 37 
CFR 1.116; amendments submitted after allowance are governed by 37 CFR 1 .312. 

In the event of rejoinder, the requirement for restriction between the 
product claims and the rejoined process claims will be withdrawn, and the 
rejoined process claims will be fully examined for patentability in accordance with 
37 CFR 1.104. Thus, to be allowable, the rejoined claims must meet all criteria 
for patentability including the requirements of 35 U.S.C. 101, 102, 103, and 112. 
Until an elected product claim is found allowable, an otherwise proper restriction 
requirement between product claims and process claims may be maintained. 
Withdrawn process claims that are not commensurate in scope with an allowed 
product claim will not be rejoined. See "Guidance on Treatment of Product and 
Process Claims in light of In re Ochiai, In re Brouwer and 35 U.S.C. § 103(b)," 
1184 O.G. 86 (March 26, 1996). Additionally, in order to retain the right to 
rejoinder in accordance with the above policy, Applicant is advised that the 
process claims should be amended during prosecution either to maintain 
dependency on the product claims or to otherwise include the limitations of the 
product claims. Failure to do so may result in a loss of the right to rejoinder. 

Further, note that the prohibition against double patenting rejections of 35 
U.S.C. 121 does not apply where the restriction requirement is withdrawn by 
the examiner before the patent issues. See MPEP § 804.01 . 
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5. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

Claims 10 and 14 are rejected under 35 U.S.C. 102(b) as being anticipatory by: 

1 . PATENT ABSTRACTS OF JAPAN vol. 1 999, no. 02, 26 Feb 1 999 
(1999-02-26) -& JP 10 290699 A (NIPPON SYNTHETIC CHEM IND CO 
LTD:THE; SHIMADA YUJI), 4 November 1998 (1998-11-04) ; 

2. TANE K ET AL: "PREPARATION OF POLYUNSATURATED OIL 
BY REPEATED TRANSESTERIFICATION." YUKAGAKU - JOURNAL OF THE 
JAPAN OIL CHEMISTS SOCIETY, NIHON YUKAGAKU KYOKAI, 

TOKYO, JP, vol. 46, no. 7, 1997, pages 785-790, .XPOO801263B 

3. PATENT ABSTRACTS OF JAPAN vol. 2000, no. 04, 31 August 
2000 (2000-08-31) -& JP 2000 004894 A (SUNTORY LTD; OSAKA 
CITY),-11 January 2000 (2000-01-11); 

4. Jim-Wen Liu et al, in vitro hydrolysis of fungal oils: distribution of 
arachidonic acid-containing triacylglycerol molecular species, JAOCS, vol. 75, 
no. 4, p507-510, 1998. Abstract, page 507-509 

5. Akimoto et al., EP 0 965 578 A1 Publication: 22.12.1999. 
Each of the above following references anticipates the claimed product 

which recites the following: 

"10. A transesterified oil/fat or triglyceride obtained by a production 
process according to claim 1 [ which claim 1 recites the following: 
A production process for a transesterified oil/fat or triglyceride, by 
transesterification of 50-100 parts by weight of one or more fungus- 
produced oils/fats or triglycerides containing at least 20% of 
polyunsaturated fatty acids containing 20 or more carbons and two 
or more double bonds and 0-50 parts by weight of one or more 
vegetable oils/fats or triglycerides, using a 1 ,3-position specific type 
lipase] ." 
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And for dependent claim, which species has been elected 

recites: 

"14. A transesterified oil/fat or triglyceride containing at least 20% of 
arachidonic acid, obtained by a production process according to 
claim 1, [ which claim 1 recites the following: A production process 
for a transesterified oil/fat or triglyceride, by transesterification of 
50-100 parts by weight of one or more fungus-produced oils/fats or 
triglycerides containing at least 20% of polyunsaturated fatty acids 
containing 20 or more carbons and two or more double bonds and 
0-50 parts by weight of one or more vegetable oils/fats or 
triglycerides, using a 1 ,3-position specific type lipase] and which 
contains at least 40% of triglycerides with one residue of 
arachidonic acid in the molecule and/or no more than 4.0% of AAA, 
wherein AAA is a triglyceride with 3 residues of arachidonic acid in 
the molecule." 

The claim(s) are drawn to a product which each reference teaches a 
structure of an arachidonic acid glyceride. It is immaterial how the structure is 
prepared as long as the product per se is the same absent a showing to the 
contrary; see In re Brown , 459 F.2d 531, 535,173 USPQ 685, 688 (CCPA 1972); 
In re Best . 562 F.2d 1252, 1255,195 USPQ 430, 433-434 (CCPA 1977): 

"It is well settled that if a reference reasonably teaches a product which is 
identical or substantially identical or are produce by identical or substantially 
identical process, the PTO can require an applicant to prove that the prior art 
products do not inherently possess the characteristics of his claimed 
product. A rationale given for shifting the burden of going forward to 
applicant is that the PTO does not possess the facilities to manufacture or to 
obtain and compare prior art products," 
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6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the 
basis for all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 



Claims 10 and 14 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Akimoto et al., EP 0 965 578 A1 Publication: 22.12.1999 

alone or further in view of: 

1 . PATENT ABSTRACTS OF JAPAN vol. 1 999, no. 02, 26 Feb 1 999 
(1999-02-26) -& JP 10 290699 A (NIPPON SYNTHETIC CHEM IND CO LTD: 
THE; SHIMADA YUJI), 4 November 1998 (1998-11-04); 

2. TANE K ET AL: "PREPARATION OF POLYUNSATURATED OIL 
BY REPEATED TRANSESTERIFICATION." YUKAGAKU - JOURNAL OF THE 
JAPAN OIL CHEMISTS' SOCIETY, NIHON YUKAGAKU KYOKAI, 

TOKYO, JP, vol. 46, no. 7, 1997, pages 785-790, .XPOO801263B 

3. PATENT ABSTRACTS OF JAPAN vol. 2000, no. 04, 31 August 
2000 (2000-08-31) -& JP 2000 004894 A (SUNTORY LTD; OSAKA 
CITY),-1 1 January 2000 (2000-01 -1 1 ); 

4. Jim-Wen Liu et al, in vitro hydrolysis of fungal oils: distribution of 
arachidonic acid-containing triacylglycerol molecular species, JAOCS, vol. 75, 
no. 4, p507-510, 1998. Abstract, page 507-509. 

Akimoto et al teaches the transesterification with 1,3 lipases to produce 
unsaturated triglycerides which includes arachidonic acid at the various positions 
which arachidonic acid contains 20 or more carbons and two or more double 
bonds as disclosed in Table land examples which includes Examples 4, 5, 6 
Table 2. If there are any differences with respect to the claimed product per se, 
these differences would have been prima facie obvious absent a showing to the 
contrary for the claimed process steps which lack any unexpected process 
step(s) or product - by- process conditions, which differences in view of the 
disclosure of Akimoto et al alone or further in view of the above additional 
references to prepare the claimed product in view of the Supreme Court's 
decision in KSR International Co. v. Teleflex Inc (TFX) ., 82 USPQ2d 1385 
(2007) based on the reasoning may still include the established Court of Appeals 
for the Federal Circuit standard that a claimed invention may be obvious if the 
examiner identifies a prior art teaching, suggestion, or motivation (TSM) to make 
it. However, the Guidelines explain that there is no requirement that patent 
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examiners use the TSM approach in order to make a proper obviousness 
rejection. Furthermore, the Guidelines point out that even if the TSM approach 
cannot be applied to a claimed invention that invention may still be found 
obvious. 

If there are any differences with respect to the claimed 
subject matter and the general knowledge pertaining to the art in 
the area, that these differences would have been prima facie 
obvious to one of ordinary skilled in the pertinent art whether it 
was based on the art of record or claimed subject would have 
obvious for the "combination of familiar elements according to 
known methods is likely to be obvious when it does no more than 
yield predictable results". 

The KSR Decision requires rationales to support the rejections under 35 
USC 103. The first issue is to analyze the Graham factual inquires as noted 
above for obviousness based of the prior art but the prior art is not limited to 
references but includes the basic knowledge and understanding of one skill in the 
pertinent art. Thus, the prior art alone or in combination does not have to teach 
or suggest or motivate one all of the limitations of the claimed limitations but 
there must be some rationale to explain these differences would have been 
obvious to one of ordinary skill in the art. 

7. Applicant is reminded that upon the cancellation of claims to a non- 
elected invention, the inventorship must be amended in compliance with 37 CFR 
1 .48(b) if one or more of the currently named inventors is no longer an inventor of 
at least one claim remaining in the application. Any amendment of inventorship 
must be accompanied by a request under 37 CFR 1.48(b) and by the fee 
required under 37 CFR 1 .1 7(i). 

8. No claim is allowed. 

9. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to HERBERT J. LILLING 
whose telephone number is 571-272-0918. The examiner can normally be 
reached on WORK AT HOME MAXIFLEX. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, JON WEBER can be reached on 571-272-0925. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 
H.J. Lilling: HJL 
(571)272-0918 
Art Unit 1657 

June 04, 2009 /HERBERT J LILLING/ 

Primary Examiner, Art Unit 1657 



